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DETAILED ACTION 
Continued Examination Under 37 CFR 1. 1 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
February 21 , 2006 has been entered. 

Specification 

2. The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

Claim Rejections - 35 USC § 103 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

4. Claims 1,2,4,5 and 7-20 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Schuhmann et al (US 5,851 ,640) in view of Ueda (EP 0613919 A1) 
and Beck et al (US 5,214,024). 

Schuhmann teaches a transparent, biaxially oriented multi-layer polypropylene 
film comprising a core layer and at least one top layer on one or more sides of the core 
(abstract). The core preferably comprises a polypropylene resin and calcium carbonate 
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particles (col 3, lines 34+). The core may further comprise antistatic agents (col 9, lines 
15+). Herein, the core is understood to read on the claimed "intermediate layer." The 
top layers also comprise polypropylene and an antistatic agent (col 9, lines 15+) and are 
herein understood to read on the claimed "printing layer." The top layers may be 
subjected to corona treatment (herein understood to read on the claimed "activation 
treatments") in order to improve the film's ink adhesion (col 1 1 , lines 14+). Said ink is 
herein understood to read on the claimed "pigment coating layer" of claim 15. 

Schuhmann teaches that the multi-layer film may comprise an antistatic agent, 
but does not teach that the antistatic should comprises the claimed "non-transfer 
antistatic agent." However, Ueda teaches an antistatic which may be utilized in a 
polypropylene composition (page 9, lines 34-42). The anti-static composition taught in 
Ueda comprises the following: 

Component A a polyolefin resin (55-95wt%) 

Component B a polyetheresteramide antistatic agent (3-40wt%) 

Component C a polyamide resin (1-20wt%) and 

Component D a compatilizer (0.02-20wt%) 

The antistatic agent further comprises at least 0.01 wt% of an alkali metal halide 
(page 4, lines 25+). It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to utilize the polyetheresteramide antistatic agent (in the 
taught amounts) taught in Ueda as the anti-static agent taught in Schuhmann. The 
motivation for doing so would have been Ueda teaches that polyetheresteramide anti- 
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static agent is compatible with propylene, has a high heat resistance, permanently 
retains its anti-static properties, and does not rinse away in the presence of water. 

Ueda further teaches that the polyamide of component C increases the surface 
orientation of the polyetheresteramide anti-static agent (page 6, lines 38-47). Thus, it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to add the polyamide taught in Ueda (in the taught amounts) to the layers of the 
film taught in Schuhmann. The motivation for doing so would have been because Ueda 
teaches that polyamides (in the taught amounts) increase the surface Orientation of the 
antistatic agent. 

Ueda also teaches that a compatilizer is preferably utilized in order to improve 
compatibility with the resin, prevent interlaminar peeling of molded articles obtained, 
and improve the mechanical strength and appearance of the final product (page 6, lines 
55-61 ). When polypropylene is utilized as the thermoplastic resin, preferred 
compatilizers include modified low molecular weight polyolefins (page 7, lines 21-29) 
and ionomer (page 6, lines 20+). Thus, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to add one of said compatilizers (in the 
taught amounts) to the layers of the multi-layer film taught in Schuhmann. The 
motivation for doing so would have been to prevent interlaminar peeling and improve 
compatibility between the polypropylene and the anti-static agent. 

Schuhmann also does not teach that the antistatic agent should be excluded 
from the surface layers and concentrated in the core layer. However, Beck teaches a 
thermoplastic film comprising an antistatic agent. Beck teaches that it is desirable that a 
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thermoplastic film has a surface resistivity of less than 1x 10 13 Q/square in order to avoid 
charge build up (col 2, lines 9+) but that the addition of an antistatic agent to a surface 
layer can deteriorate desirable properties of said layer (col 2, lines 20+). To avoid the 
deterioration of the desired surface film properties, Beck teaches that the antistatic 
agent may be added to the film layer below the surface layer without loss of the desired 
surface resistance (col 3, lines 7+). Thus, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to exclude antistatic agent from the 
surface of the film taught in Schuhmann and concentrate said antistatic agent in the 
underlaying film. The motivation for doing so would have been to avoid deterioration of 
the surface film properties while maintaining the desired surface resistivity. 

Neither Schuhmann nor Ueda teaches the claimed surface resistivity. However, 
Beck teaches that it is desirable for a thermoplastic film to have a surface resistivity of 
less than 1x 10 13 Q/square so that the film will not build up charge (col 2, lines 9+). 
Furthermore, Ueda teaches that the surface resistivity of the composition is a result 
effective variable that is dependent upon the amount of antistatic agent is added to the 
composition. The courts have held that that it is not inventive to discover the optimum 
or workable range by routine experimentation when the general conditions of the 
claimed invention are disclosed in the prior art (See MPEP 2141 .05). In the present 
situation, Ueda teaches that surface resistivity decreases as the amount of antistatic 
agent is increased. Therefore, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to vary the amount of antistatic agent added to 
the core layer of the film taught in Schuhmann in order to obtain a film with a surface 
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resistivity of less than 1x 10 13 Q/square. The motivation for doing so would have been to 
optimize the surface resistivity of the laminate so that said film does not build up charge. 

With respect to claim 4, Schuhmann does not teach that the printing layer should 
have the claimed ink adhesion strength. However, Schuhmann does teach that ink 
adhesion increases with corona treatment. The courts have held that that it is not 
inventive to discover the optimum or workable range by routine experimentation when 
the general conditions of the claimed invention are disclosed in the prior art (See MPEP 
2141 .05). Thus, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to vary the corona treatment conditions of the film taught in 
Schuhmann. The motivation for doing so would have been to optimize the adhesion of 
the ink that is applied thereto. 

5. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schuhmann et al (US 5,851 ,640) in view of Ueda and Beck et al, as applied to claims 1- 
5 and 7-20 above, and further in view of Almog et la (US 6,767,588) 

Schuhmann in view of Ueda is relied upon as above but does not teach that a 
coating agent having an ink adhesion properties. However, Almog teaches that 
adhesion between an ink and a corona treated propylene substrate may be improved by 
applying a primer layer thereto (col 1, lines 13+). Therefore, it would have been obvious 
to one of ordinary skill in the art at the time the invention was made to apply a primer to 
the corona treated surface layer taught in Schuhmann prior to application of an ink. The 
motivation for doing so would have been to improve the adhesion between the ink and 
the substrate. 
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Response to Arguments 

Applicant's arguments filed February 21 , 2006 have been fully considered but are 
not persuasive. 

Applicant argues Schuhmann does not disclose the surface resistivity of claim 1 
as amended. The examiner agrees, but notes Schuhmann is not relied upon for such a 
teaching. Rather, Beck is relied upon to render said limitation obvious in order to make 
the thermoplastic sheet of Schuhmann static dissipative. In response to applicant's 
arguments against the references individually, one cannot show nonobviousness by 
attacking references individually where the rejections are based on combinations of 
references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & 
Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

Applicant further argues Schuhmann does not disclose, indicate, suggest, or 
foreshadow the use of the non-transfer antistatic agents of the present invention. The 
examiner agrees, but notes Schuhmann was never relied upon for such a teaching. 
Rather, Ueda was relied upon to motivate one of ordinary skill in the art at the time the 
invention was made to add the claimed non-transfer antistatic agent to the laminate 
taught in Schuhmann. In response to applicant's arguments against the references 
individually, one cannot show nonobviousness by attacking references individually 
where the rejections are based on combinations of references. See In re Keller, 642 
F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091 , 231 
USPQ 375 (Fed. Cir. 1986). 
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Applicant further argues Schuhmann fails to teach, indicate, suggest, or 
foreshadow a multilayer laminate wherein a non-transfer agent is contained only in the 
intermediate layers. Said argument is noted, but is not persuasive because Schuhmann 
was never solely relied upon for such a teaching. In response to applicant's arguments 
against the references individually, one cannot show nonobviousness by attacking 
references individually where the rejections are based on combinations of references. 
See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 
F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

With respect to Ueda, Applicant argues said reference teaches the use of the 
claimed antistatic agent in injection molded articles, which are entirely different than the 
multilayer thermoplastic resin film of the present invention. The examiner respectfully 
disagrees. Ueda teaches an antistatic agent useful for imparting anti-static properties to 
thermoplastic resins (see page 1 , lines 1+). The teachings of Ueda are in no way limited 
to molded compositions. 

With respect to Beck, Applicant argues there are significant differences between 
Beck's receiver sheet for dye diffusion thermal transfer printing and the multi-layer 
thermoplastic resin film of the present invention. Specifically, Applicant argues the 
receiver sheet of Beck is a coating, not a film as the present invention discloses. 
Applicant further notes the conductive layer of Beck is a coating, not a film as in the 
present invention. Said differences are noted but are not significant enough to render 
the reference non-analogous. Both Beck and Schuhmann are drawn to multi-layer films 
wherein the films are printable and desirably have antistatic properties. Schuhmann 
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teaches antistatic agent may be incorporated into any layer of the multilayer film. Beck 
teaches the antistatic layer desirably is not incorporated into the printable surface layers 
and that desirable surface resistivity may be obtained by incorporating antistatic 
materials into intermediate (non-surface) layers. Thus, the examiner maintains the 
position that Beck provides ample motivation to one of ordinary skill in the art at the time 
the invention was made to add antistatic agents to the core (non-surface) layers of the 
laminate taught in Schuhmann. By doing so, the skilled artisan would expect to be able 
to control the surface resistivity of the laminate without deteriorating the properties of 
the surface films. 

With respect to claim 6, Applicant argues said claim is allowable for the same 
reasons claims 1,2,5, and 7-20 are allowable. Said arguments are not persuasive for 
the reasons noted above. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. US 6,140,268 teaches adding antistatic layer to a layer below the 
surface layer of a multi-layer film. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kevin R. Kruer whose telephone number is 571-272- 
1510. The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carol Chaney can be reached on 571-272-1284. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Kevin R. Kruer 

Patent Examiner-Art Unit 1773 



